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Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 
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Reasons for review 

On August 1^* 2007, Applicant filed a response after final rejection. In order to 
avoid the payment of additional extension fees, Applicant is contemporaneously, 
as required, filing a Notice of Appeal. Of course the Examiner will not have had 
an opportunity to review that amendment at this time. It is possible that the 
Examiner may agree with the position set forth, in which case the question of 
proceeding with a Brief on Appeal will become moot. 

The Examiner has set forth a voluminous action minutely detailing her grounds 
for rejection. It is Appellant's view that notwithstanding the detailed content of 
the action, it suffers from a fatal error of law and also, an error of omission of 
interpretation (which may or may not be within the purview of the review panel). 

In Appellant's view the Examiner's error lies in an incorrect interpretation of the 
legal meaning of "consisting essentially of. PPG Industries v. Guardian 
Industries, 156 F.3D 51, 48 U.SP,Q,2D 1351 (Fed.Cir. 1998). The reasons for 
Appellant's position are set forth in detail in the aforesaid amendment. Thus it is 
not necessary to repeat them here. It is Appellant's view that if the review panel 
agrees with Appellant, all claims in the case become allowable or in the 
alternative prosecution must be reopened on other grounds. 

Nevertheless in order to expedite the work of the review panel. Appellant will 
briefly consider the other cases relied on by the Examiner. 

The holding of In re Viktor Papesch 50 C.C.P.A 1084, 315 F.2D 381, 137 
U.S.P.Q, 43 (1962) is not disputed, but it is not relevant here. The properties of 
the individual components utilized in the novel process and product of the 
present invention are well known. It is their interaction which is unsuggested by 
the art, thus the citation is inapposite. 

It is not disputed ( as set forth below ) that small variation from suggested art, as 
correctly held In re Aller et al 42 C.C.PA 824, 220 F.2D 454, 105 U.S.P.Q, 233 
(1955), does not rise to the level of patentability. The Court held that "to support 
a patent, it must be shown that the process was not obvious to one skilled in the 
art" in view of the references. Appellant has met this criterion. That fact that he 
recognized this need is shown by the declaration filed with the Preliminary 
Amendment clearly showing that undue experimentation would be needed to 
develop his process, indeed a simple single variation from the steps of Claim 25, 
brings about a totally unacceptable result. Indeed the aforesaid declaration 
actually meets the standard set forth by the case cited by the Examiner, Ex 
Parte Rubin 128 U.S.P,Q 440 (BPA1 1959). 



1 



The citation of In re Donald H. Thorpe, 777 F.2D 695, 227 U.S.P.Q. 964 (Fed. 
Cir 2006) is also inappropriate. It is Appellant's position that while the 
components he uses may, in partial combination, been disclosed by the prior art, 
there is no disclosure or suggestion in the art that mixing them in a particular 
order gives rise to a totally novel material, i.e. a water soluble bioactive material 
dissolved in a non aqueous medium. 

Finally, the citation of In re Nancy G. Mayne et a!., 104 F.3D 1339, 41 
U.S.P.Q.2D 1451 (Fed.Cir. 1997) ignores the fact that that evidence of 
unexpected results is in the file of this case. 

The issue that may or may not be within the purview of the review panel is the 
Examiner's lack of attachment of significance to the Rule 132 declaration (though 
not actually labeled as such) filed with the Preliminary Amendment. It is 
Appellant's view that this declaration clearly shows the novelty and 
unobviousness of the order of mixing of components. As shown, this a matter 
way beyond the question of routine experimentation. 

Respectfully submitted 
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